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24 Dec 2005 

Re: Application No. 1 0/03 1 .942 - appeal brief (second time after restarting execution^ 

1 ) Farty of inierest: Yehouda Harpaz (sole inventor). 

2) Related appeals and interferences!: Appeals for 10/031 ,890 and 1 0/031,776 are dealing 
with similar issues. 

3) Status of claims: Claim 1 -3 - cancelled. 

Claims 4-5 -rejected. 
The appeal is against the rejection of Claims 4-S. 

4) Status of Amendments: The claims are amended make them a little clearer, and comply 
vsdth the comments of the examiner Note that this amendment is with respect to the claims as 
they were in my 16 E)ec 2004 letter (filed on 27 Dec 2004). 

5) Summary of the invention: An electronic board which is played by touching points, with a 
novel behaviour. The behaviour is that when point is pressed^ points in a prespecified pattern 
around the touched points which are illuminated in the current player's colour are switched 
ofT, and the same for the other colour, but using a difierent pattern. This gives a game in 
which each player tries to switch off the other player^s points without switching off his own 
points. 

6) Grounds for rejection 

Double patenting: Claim 5 was provisionally rejected under the doctrine of obviousness- 
type double patenting as being unpatentable over claims 1 of copending application 
10/031^776 and claims 3-4 of copending application 10/031,890, This is discussed in 
section 7.a below. 

Claim Rejections - 35 USC 1 12: Claims 4 and 5 were rejected as being indefinite for 
failing to particularly point out and distinctly claim the subject matter. This is discussed in 
sectioii 7.b. below. 

Claim rejections - 35 USC 103; Claims 4 and 5 were rq|ected under 35 U.S.C 1 03 as being 
unpatentable over Weiner et al (US 5^73,245)) fbrOier in view of Lites Out! This is 
discussed in 7.c below. 

7) Argument: 

(a) Itouble Patenting 

(a. 1 ) The behaviour of the board which is described in the current application is very 
different fiom tlie behaviour that is described in application 10.031,776. The differences are: 

(i) In the current application^ a point is always a legal move, while the point of 10/031,776 
is that an unilluminated point may or may not be a legal move (i.e. may or may not be 
switched on). 

(ii) In the current application^ when a player touches a point, a pattern of points around 
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the point is affected (some of them are switched oS). In 10/03 U776, only the touched 
point changes. 

(a«2) Thus a board that whenever an unilluminated point is touched some points around this 
point are switched off is in the scope of the current application, but not in the scope of the 
1 0/03 1 ,776 . Conversely, a board that checks the legal ity of a move as described in the current 
application and if it is legal switched the point on is in the scope of .10/031,776, but outside 
the scope of the current application. Thus each of 10/031,776 and the current application has 
a scope that extends outside the scope of the other, therefore neither of them encompasses the 
other, and they are patentably distinct . 

(a.3) The same is true about application 10/031 ,890, where the difference is whether points 
are switched on or oS A board which switches on points when a point is touched is inside 
10/03 1 ,890, but outside the scope of the current application, and a board which switches 
points off is inside the scope of the current application but outside the scope of 10/03 1,890. 
Therefore they are patentably distinct. 

(a. 4) In any case, once one of these applications is approved, I will file an appropriate 
tem^inal disclatmer to remove any objection of double patenting. 

(b) Claim rejections - 35 USC 112 

(b.l ) 1 fixed the points that were raised in the latest final rejection in the claims that are 
attached in appendix 8. In particular, I removed all quotes (without crossing them), made 
references to tfie same concept consistent, and eliminated reference to a "player" as an entity 
external to the board. Everything that is mentioned now in the claims is a feature of the board 
itself 

(b.2) The changes do not affect the contents of the claims in any meaningful way. 
(c) Claim Rejections » 35 USC 103: Claims 4 and S 

(c. 1) The action claims that the behaviour that is described in claims 4 and 5 is unpatentable 
over Weiner et al in view of Lites out! However, this conclusion is reached by ignoring most 
of the elements in the behaviour that is described in the second half of Claim S. 

(c.2) The element that is found in Weiner et al is changing a pattern around the pressed point. 
However, the following elements are not found either in Weiner at al or in Lites out! : 

(a) Using different patterns for the two colours. 

(b) Switching the patterns between the colours in each turn (point press). 

Because the current colour changes each turn the pattern that is applied to a colour 
is the one for the current colour in one point press and the other pattern in the next 
point press. 

(c) The clmnges are only switching off of points. 

(d) The game ends when there are illuminated points only of one colour (and because 
points are only switched ofif, most of points are switched off), 

Note that the action mentioned that in Weiner et al th^ suggest ending with all 
points switched on, but that is a d^erent condition, 

(e) The colour of the illuminated points in the end is the winner. 

(a3) These elements make very little sense or no sense at all within the setting of Weiner et 
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al and Lites out!, because these are not set up for two-players games. Even if we assume two- 
pJayers games (which is not an obvious thing to do witii the settings of Blumberg et al or 
Lites out!), elements (a), (b) and (c) are still not obvious^ and using the combination of aU 
them is very non-obvious. 

(c,4) On pages 8-9 of the action there is a response to my argument All the points that are 
raised in this section have already been answered in my letter of the 16 Dec 2004» which is 
filed on 27 Dec 2004. Section (C) of the 16 Dec 2004 letter discusses in detail all the response 
of the examiner. The following comments are a coi^ from this letter. 

(c.5) (g) Using different patterns for the two colours: This is now made explicit in the 
amended claims as discussed in (a) above. 

(c.6) fb) Switching the pattern between the colours in pach turn (point press) : This is argued 
against with a reference to specific text in Weiner et aL However, there is nothing about 
switching patterns in each point press or switching them between the colours in the text that is 
referred to in Weiner et al^ or indeed anywhere in Weiner et al or Lites Out!. Thus this 
element is clearly novel. The text that the examiner reters to also does not make it obvious to 
switch the patterns^ either between the colours or in each turn, as there is nothing there (or 
anywhere in Weiner et al or Lites Out!) that points in this direction. As discussed in (c.2) 
above, this element is what makes the behaviour an implementation of a two-player game 
(with the "declaration" of winner, element (e)). 

(c.7) (c^ The changes are only switching off of points : 1 didn't understand the argument 
against this one. Ft seems to argue that switching a point off changes its colour, therefore 
changes in colour can be called switching off^ and hence the changes in Weiner et at or Lites 
Out! can be regarded also as switching off only. This does not make sense to me» but 1 cannot 
think of a better interpretation. In Weiner et al and Lites Out! there are always changes in 
both directions, so this element does not appear in them. It is not obvious because within the 
setting of Weiner et al and Lites Out! it will make a ^une that is far too simple, as it will 
simply switch off all the points in veiy few moves. Note that element (c) has never appeared 
until now anywhere except in the current application, which shows it is quite non*obvious. 

(c. 8) {dX The game ends when there are illuminated points only in one colour (and because 
i^oints arc only switched off, most of the points are switched off> ; This is argued against by 
"Switching off of a point changes its colour"'. That is clearly not a reasonable argument, and 
doesn't show that the element appears in Weiner et al or Lites Out! in any way or that the 
element is obvious. 

(c*9) I suspect there may be a misunderstanding here of what Claim S says. The text in Claim 
5 is (italics added)' Vhen all the points that are itltmlnated are illuminated in the same colour 

It seems that the examiner may have interpreted it to mean that all the points are 
illuminated in the same colour. As I tried to make clear in the text in parenthesis (above in 
(c,8) and in the original text in the brief), not all the points are illuminated at this stage of the 
game. In &ct, because points are only switched off during the game, most of points will be 
switched off, and only few points will still be illuminated in one of the colours. That is not the 
same as '^all points in the same colour^. 

(c. 1 0) If we accept the insistence of the examiner that switching off a point **changes its 
colour", then the board 1 describe has three colours: two illuminated colours (let's call them 
Red and Green) and one unilluminated colour (Grey). With this terminology, the tennination 
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condition is "when all points aie either (Grey or Green) or (Grey or Red)...**. There is nothing 
in Wdncr et al or in Lite$ Out! that is even close to such a termination condition. Thus using 
this terminology makes it clear that element (d) is not obvious in Weiner et al or Lites Out. 

(c- 1 1 ) f ^) The cp^pur of th^ i^l^ininated points ii^ t^e end \^ the wimier; No argument is 
presented. This element doesn't make sense at all in the context of Weiner et al and Lites 
Out!. 

(c. 12) Thus of the five elements, none is actually found Weiner et al or in Lites Out!, alone or 
in combination^ and none of them is obvious. 

(c. 13) On page 9 it continues to discuss **with respect to (d) and (e) above,.. *\ but does not 
point to any occurrence of these elements. What it says is :^ Weiner et al also states that the 
objective is to go from a starting configuration of indicator states to desired configuration of 
indicator states (Column 2, 54-56)". That is nothing like the current application, where the 
termination condition is not a configuration at all. The actual configuration in the end is of no 
interest whatsoever. It is only which colour are the points that are still illuminated 

(c.l4) The example that is given (all point are h*t) is an obvious configuration, but again» it is 
not the termination condition of the current application (see in (c.lO) above), and neither is 
''all points ofT'. Thus this still doesn't show elements (d) and (e), and does not make them less 
non-obvious. 

(c. 15) It then continues that **Weiner et at are very open...", but saying that there are "other 
possible ending configuration*^ does not make it obvious to use an ending which is not a 
configuration (it does not even make obvious using any specific configuration^ unless this 
specific configuration is itself obvious). As explained above, the termination condition in the 
current application is not a configuration, because the location(s) of the point(s) that are still 
illuminated (or the Red or Green points in the terminology of (c. 10)) is inunaterial. 

(c.l6) In the middle of p. 9 it says: "Applicant states that the elements make little or no sense 
at all since the references used are not set up for two players games. However two players are 
not claimed.'* The latter argument is not to the point. The question whether an element makes 
sense in the context of Weiner et al with Lites Outl is not dependent on what else I claim. It 
is dependent only on the element and the text of Weiner et al and Lites Outl (and the state of 
the art). 

(c, 17) It then says: "Weiner discloses in 6:45-55 that two players may play the game**. What 
Weiner etal disclose in 6:45-50 is one person playing a full game fi-om starting configuration 
to end configuration, and then another player playing. However, this method of playing and, 
importantly* all the other ideas that appear in this paragraph do not make any of the elements 
(aK®) more obvious, and therefore it is irrelevant to the discussion here. 

(c.l8) Summary: None of the 5 elements (aXe) which were discussed above (and listed in 
paragmph (c.2) of the argument in the original appeal brief) appears in Weiner et al with Lites 
Out!, i^art from (c) they are clearly non^-obvious with respect to Weiner et al and Lites Out!, 
and even (c) is not actually obvious. Their combination is very non<-obvious. and in the 
context of the devices and programsiof Weiner et al and Lites Outl doesn't make sense, 
because the latter are not set up f pr two-play ors games. 

YehoudaHaipaz ^^^2^^/^^ /^^^ ^ ^^^>^ 
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8) Claims: 
1-3 (cancelled) 

4 (currently amended) A board as described in Claim 5, Viiiere the arrangement of the points 
is square* and when a playop prooooo a point is pressed the board switches off points of the 
current player^ colour which can be reached from the pressed point by moving three point 
along the line or the column that the pressed point is in and then moving two points in 
orthogona] direction, and points of the other colour which can be reached from the pressed 
point by moving two points along the said row or the said column and then moving one 
point in an orthogonal direction. 

5 (Currently amended) An electronic board comprising a grid of grid points on a flat 
surface, where each grid point is a visible element which is capable of detecting when it is 
pressed, and an illtmiination source inside or below the surface which is capable 
illuminating the visible element by either of two colours; 

which exhibits a behaviour which makes it useful for playing various games; 
and in one of these games the behaviour of the board is as follows: 
the game starts with an equal number of points illuminated in each of the two colours; 
the board remembers two fixed patterns of points with respect to the point that is 

pressed, which will be referred to as m i» the current player pattern and mm the opponent 

player pattern; 

the board keeps a record of one of the colours above as the current player colour; 

when <hplayog prooooo a point is pressed, the board switches off points in the cmrent 
player colour that are in the eunent player pattern with respect to fhe pressed point and 
points in the other colour that are in the opponent player pattern with respect to the 
pressed point, and then makes the other colour the current player colour; 

when all the points that are illuminated are illuminated in the same colour^ the board 
declares the player of fhis colour as winner. 

Applittiian No. 1(1^3 1 .942 - oppeol brioT (980ood time After ««it«ting esmiiioo) Page 5 of 7 
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9, Appendix ^Evidence 
There is no relevant evidence. 
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10. Appendix - Reiaied proceedings 
Not applicable. 
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Yehoudd Harpaz 

129 Conid Road 
Cdmbo'dgd CB1 3QQ 
UK 

Home Phone +44 1223 513655 
Email yeli(gmaldoo.eom 

24 Dec 2005 

Re: Application Mo. 10/03 L942 - appeal brief (second time after restartinp execution) 
t ) Party of imere$n Yehouda Harpaz (sole inventor), 

2) Related appeals and interferences: Appeals for 10/031,890 and 10/031,776 are dealing 
with similar issws. 

3) Status of claims: Claim 1-3 - cancelled 

Claims 4-5 -rejected. 
The appeal is against the rejection of Claims 4-5. 

4) Status of Amendments: The claims are amended make them a little clearer, and comply 
with the comments of the examiner. Note that this amendment is with respect to the claims as 
they were in my 16 Dec 2004 letter (filed on 27 Dec 2004). 

5) Summary of the inven/ion: An electronic board which is played by touching points, with a 
novel behaviour. The behaviour is that when point is pressed, pobts in a prespecified pattern 
around the touched points which are illaminated in the current player's colour are switched 
off, and the same for the other colour^ but using a different pattern. This gives a game in 
which each player tries to switch off the other player's points without switching off his own 
points. 

6) Grounds /or rejection: 

Double patenting: Claim 5 was provisionally rejected under the doctrine of obviousness* 
type double patenting as being impatentable over claims 1 of copending application 
1 0/03 1 ,776 and claims 3-4 of copending application 10/03 1 ,890. This is discussed in 
section 7. a below. 

Claim Rejections - 35 VSC 112: Claims 4 and 5 were rejected as being indefinite for 
&iling to particularly point out and distinctly claim the subject matter. This is discussed in 
section 7.b. below. 

Claim rejections - 35 USC 103: Claims 4 and 5 were rejected under 35 US*C. 103 as being 
unpatentable over Weiner er al (US 5,573,245)) further in view of Lites Outl This is 
discussed in 7.c below, 

7) Argument: 

(a) Double Patenting 

(a, 1) The behaviour of the board which is described in the current application is very 
different from the behaviour that is described in application 10.031,776. The diflbrences are: 

(i) In the current application, a point is always a legal move, while the point of 10/03 1,776 
is that an unilluminated point may or may not be a legal move (i.e. may or may not be 
switched on). 

(ii) In the current application, when a player touches a point, a pattern of points around 

A|iplication No. ]0i^31 .942 - apfMl brief (sedond dais aQor rqataitrng oxocution) Pogjt 1 df 7 
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the point is aflTected (some of them are switched off). In 1.0/03 1 ,776, only the touched 
point changes. 

(a.2) Thus a board that whenever an unilluminated point is touched some points around this 
point are switched off is in the scope of the current apph'cation, but not in the scope of the 
1 0/031 ,776. Conversely, a board that checks the legality of a move as described in the current 
application and if it is legal sv^tched the point on is in the scope of 1 0/031,776, but outside 
the scope of the current application. Thus each of 10/031,776 and the current application has 
a scope that extends outside the scope of the other, therefore neither of them encompasses the 
other, and they are patentably distinct* . 

(a.3) The same is true about application 10/031,890, where the difierence is whether points 
are switched on or off. A board which switches on points when a point is touched is inside 
10/03 1 ,890* but outside the scope of the current application^ and a board which switches 
points off is inside the scope of the current application but outside the scope of 10/03 1^890. 
Therefore they are patentd^ly distinct, 

(a.4) In any case, once one of these applications is approved, I will file an appropriate 
terminal disclaimer to remove any objection of double patenting. 

(b) Claim rejectioas - 35 USC 112 

(b J ) I fixed the points that were raised in the latest final rejection in the claims that are 
attached in appendix 8. In particular, I removed all quotes (without crossing them), made 
references to the same concept consistent, and eliminated reference to a "player^ as an entity 
external to the board. Everything that is mentioned now in the claims is a feature of the board 
itself 

(b.2} The changes do not affect the contents of the claims in any meaningful way. 
(c) Claim Rejeetions • 35 USC 103: Claims 4 and 5 

(c.l) The action claims that the behaviour that is described in clahns 4 and 5 is uzq^atentable 
over Weiner et al in view of Lites out! However, this conclusion is reached by ignoring most 
of the elements in the behaviour that is described in the second half of Claim S. 

(c.2) The element that is found in Weiner e/ al is changing a pattern around the pressed point. 
However, the following elements are not found either in Weiner et al or in Lites out!: 

(a) Using different patterns for the two colours. 

(b) Switching the patterns between the colours in each turn (point press). 

Becatise the current colour changes each turn, the pattern that is applied to a colour 
is the one for the current ccrfow in one point press tmd the other pattern in the next 
point press, 

(c) The changes are only switching off of points. 

(d) The game ends when there are illuminated points only of one colour (and because 
points are only switched off, most of points arc switched off). 

Note that the action mentioned that in Weiner et al they suggest ending with ail 
points switched on, but that is a different condition. 

(e) The colour of the illuminated points in the end is the winner. 

(c.3) These elements make veiy little sense or no sense at all widiin the setting of Weiner et 
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al and Lites out I, because these are not set up for two-players games. Even if we assume two- 
players games (which id not an obvious thing to do with the settings of Blumberg et al or 
Lites out!), elements (a)» (b) and (c) are still not obvious, and using the combination of all 
them 15 very non*obvjou5. 

(c.4) On pages 8-9 of the action there is a response to my argument All the points that are 
raised in this section have already been answered in my letter of the 16 Dec 2004> which is 
filed on 27 Dec 2004. Section (C) of the 16 Dee 2004 letter discusses in detail all the response 
of the examiner. The following comments are a copy firom this letter. 

(c.S) fa> Usinp different patterns for the two colours : This is now made explicit in the 
amended claims as discussed in (a) above. 

(c»6) fb) Switching the pattern between the colours in each turn fnoint press^ : This is argued 
against with a reference to specific text in Weiner et al. However^ there is nothing about 
switching patterns in each point press or switching them between the colours in the text that is 
referred to in Weiner et at^ or indeed anywhere in Weitier al or Lites Out!, Thus this 
element is clearly novel. The text that the examiner refers to also does not make it obvious to 
switch the patterns, either between the colours or in each turn, as there is nothing there (or 
anywhere in Weiner et al or Lites Out!) that points in this direction. As discussed in (c.2) 
above, this element is what makes the behaviour an implementation of a two-player game 
(with the "declaration" of winner, element (c)). 

(c.7) (c\ The chan ges are onlv switching off of points: I didn't understand the argument 
against this one. It seems to argue that switching a point off changes its colour, therefore 
changes in colour can be called switching off, and hence the changes in Weiner et al or Lites 
Out! can be regarded also as switching off only. This does not make sense to me, but I cannot 
think of a better interpretation. In Weiner et al and Lites Out! there are always changes in 
both directions, so this element does not ^)pear in them. It is not obvious because within the 
setting of Weiner et al and Lites OutI it will make a game that is far too simple, as it will 
simply switch off all the points in veiy few moves. Note tiiat element (c) has never appeared 
until now an3nvhere except in the cinrenc application, which shows it is quite non-obvious. 

(c.8) £d) The came e nds wl>en there afe illuminated points onlv tn one colour (and because 
points are onlv switched off, most of the points are switched off^ : This is argued against by 
"Switching off of a point changes its colour^'. That is clearly not a reasonable argument^ and 
doesn't show that the element spears in Weiner et al or Lites Out! in any way or that the 
element is obvious. 

(c.9) I suspect there may be a misunderstanding here of what Claim 5 says. The text tn Claim 
5 is (italics added/ Vhen all the points (hat are illuminated illuminated in the same colour 

It seems that the examiner may have interpreted it to mean that all the points are 
illuminated in the same colour. As I tried to make dear in the text in parenthesis (above in 
(c.S) and in the original text in the brief), not all the points are illuminated at this stage of the 
game. In fact, because points are only switched ofif during the game, most of points will be 
switched off, and only few points will still be illuminated in one of the colours. That is not the 
same as "^all points in the same colour", 

(c. 1 0) Tf we accept the insistence of the examiner that switching ofifa point "changes its 
colour*', then the board 1 describe has three colours: two illuminated colours (let*s call them 
Red and Green) and one unilluminated colour (Grey). With this terminology, the termination 
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condition is *Svhen all points are either (Grey or Green) or (Grey or Red)...**. There is nothing 
in Weiner c/ a/ or in Lites Out! that is even close to such a termination condition, Thus using 
this terminology makes it dear that element (d) is not obvious in Weiner et al or Lites Out. 

(c. 11) (c^ The colour of the illuminated points in the end is the winner: No argument is 
presented. This element doesn't make sense at all in the context of Weiner et al and Lhes 

Out!. 

(c.12) Thus of the five elements* none is actually found Weiner et al or in Lites Out!, alone or 
in combination, and none of them is obvious. 

(c. 13) On page 9 it continues to discuss **with respect to (d) and (c) above,.,", but does not 
point to any occurrence of these elements. What it says is :*'Weiner et al also states that the 
objective is to go trom a starting configuration of indicator states to desired configuration of 
indicator states (Colimm 2, 54-56)'*. That is nothing like the current application^ where the 
termination condition is not a configuration at all. The actual configuration in the end is of no 
interest whatsoever. It is only which colour are the points that are still illuminated 

(c. 14) The example that is given (all point are lit) is an obvious configuration^ but again^ it is 
not the termination condition of the current application (see in (c. 1 0) above), and neither is 
**all points off*. Thus this still doesn*t show elements (d) and (e)^ and does not make them less 
non-obvious. 

(cJ5) It then continues ttiat "Weiner et al are very open,.,**, but saying that there are "other 
possible ending configuration" does not make it obvious to use an ending which is not a 
configuration (it does not even make obvious using any specific configuration, unless this 
specific configuration is itself obvious). As explained above» the termination condition in the 
current application is not a configuration, because the location(s) of the point(s) that are still 
ittuminated (or the Red or Green points in the terminology of (c.lO)) is immaterial. 

(c .16) In the middle of p. 9 it says: ^'Applicant states that the elements make little or no sense 
at all since the references used are not set up for two players games. However two players are 
not claimed." The latter argument is not to the point. The question whether an element makes 
sense in the context of Weiner et al with Lites Out! is not dependent on what else I claim. It 
is dependent only on the element and the text of Weiner et al and Lites OutI (and the stale of 
the art). 

(c. 1 7) It then says: "'Weiner discloses in 6:45-55 that two players may play the game**. What 
Weiner et al disclose in 6:45-50 is one person playing a fiill game from starting configuration 
to end configuration, and then another player playing. However, this method of playing and, 
importantly, all the other ideas that appear in this paragraph do not make any of the elements 
(s^He) more obvious, and therefore it is irrelevant to the discu^ion hem. 

(c.18) Summary: None of the 5 elements (aHe) which were discussed above (and listed in 
paragraph (c.2) of the argument in the original appeal brief) appears in Weiner et al with Lites 
Out! , Apart fi-om (c) they are clearly non-obvious with respect to Weiner et al and Lites Outl^ 
and even (c) is not actually obvious. Their combination is very non-obvious, and in the 
context of the devices and programsk of Weiner et al and Lites Out! doesn't make sense, 
because the latter are not set up ^ ^o-players games. 
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8) Claims: 
1-3 (cancelled) 

4 (currently amended) A board as described in Claim S, where the arrangement of the points 
is square, and when a playoj piwooo a point is pressed the board switches off points of the 
current playerSe colour which can be reached from the pressed point by moving three point 
along the line or the column diat the pressed point is in and then moving two points in 
orthogonal direction, and points of the other colour which can be reached from the pressed 
point by moving two points along the said row or the said column and then moving one 
point in an orthogonal direction. 

5 (Currently amended) An electronic board comprising a grid of grid points on a flat 
surface, where each grid point is a visible element which is capable of detecting when it is 
pressed, and an illumination source inside or below the surface \^ch is capable 
illuminating the visible element by either of two colours; 

which exhibits a behaviour which makes it useful for playing various games; 

and in one of these games the behaviour of the board is as follows: 

the game starts with an equal number of points illuminated in each of the two colours; 

the boaid remembers two fixed patterns of points with respect to the point that is 
pressed, which will be referred to as e tfcs the current player patterti and eM the opponent 
player pattern; 

the board keeps a record of one of the colours above as the current player colour; 

when a - play ei-y e a o ea a point is pressed, the board switches off points in the current 
player colour that are in the current player pattern witii respect to the pressed point and 
points in the other colour that are in the opponent player pattern with respect to the 
pressed point, and then makes the other colour the cunent player colour; 

when all the points that are illuminated are illuminated in the same colour, the board 
declares the player of this colour as winner. 
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9. Appendix -Evidence 
There is no relevant evidence. 
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10, Appendix - Related proceedings 
Not applicable. 
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Yehouda Harpaz 

12D Conrid Road 
Cambn'dge CS1 3QQ 
UK 

Homo Phone +44 1223 513655 
Email yeh(Sma1doo,com 

24 Dec 2005 

Rer Application No. 10/031.942 - apoeaLbrieff second time after restarting execution!) 

1) Party of inieresC Yehouda Harpaz (sole inventor). 

2) Related appeals and interferences: Appeals for 10/031,890 and 10/031,776 are dealing 
-with similar issues. 

3) Static of claims: Claim 1 -3 - cancelled. 

Claims 4*5 - rejected. 
The appeal is against the rejection of Claims 4*5. 

4) Status of Amendments', The claims are amended make them a little clearer, and comply 
with the comments of the examiner. Note that this amendment is with respect to the claims as 
they were in my 16 Dec 2004 letter (filed oti 27 Dec 2004), 

5) Summary of the invention: An electronic board which is played by touching p>oints» with a 
novel behaviour. The behaviour is that when point is pressed, points in a prespecified pattern 
around the touched points which are illuminated in the current player's colour are switched 
off, and the same for the other colour, but using a different pattern. This gives a game in 
which each player tries to switch off the other player's points without switching off his own 
points. 

6) Grounds for rejection: 

Double patenting: Claim 5 was provisionally rejected under the doctrine of obviousness- 
type double patenting as being unpatentable over claims 1 of copending application 
10/031,776 and claims 3-4 of copending application 10/031,890. This is discussed in 

section 7, a below. 

Claim Rejections - 35 USC 112: Claims 4 and 5 were rejected as being indefinite for 
failing to particularly point out and distinctly claim the subject matter. TTiis is discussed in 
section 7.b. bcIow< 

Claim rejections - 35 USC 103: Claims 4 and 5 were rejected under 35 U.S.C. 103 as being 
unpatentable over Weiner et al (US 5,573,245)) further in view of Lites Out! This is 
discussed in 7.c below. 

7) Argument: 

(a) Double Patenting 

(a. 1) The behaviour of the board which is described in the current application is very 
different from the behaviour that is described in application 10.031,776. The differences are: 

(i) In the current application, a point is always a legal move, ^^Aiile the point of 10/03 1«776 
is that an unilluminated point may or may not be a legal move (i.e. may or may not be 
switched on). 

(ii) In the current application, when a player touches a point, a pattern of points around 
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the point is affected (some of them are switched ofiE). In 10/031,776, only the touched 
point changes. 

(a.2) Thus a board that whenever an unilluminated point is touched some points around this 
point are switched off is in the scope of the current application, but not in the scope of the 
10/03 1,776. Conversely, a board that checks the legality of a move as described in the current 
application and if it is legal switched the point on is in the scope of 10/03 1,776, but outside 
the scope of the current application. Thus each of 1 0/031,776 and the current application has 
a scope that extends outside the scope of the other^ therefore neither of them encompasses the 
other^ and they are patentably distinct. . 

(a.3) The same is true about application 10/031,890, where the difference is whether points 
are switched on or off. A board which switches on points when a point is touched is inside 
10/03 1 ,890, but outside the scope of the cuirent application, and a board which switches 
points ofFis inside the scope of the current application but outside the scope of 10/031,890. 
Therefore they are patentably distinct 

(a.4} In any case, once one of these apphcations is approved, I will file an appropriate 
terminal disclaimer to remove any objection of double patenting. 

(b) Claim rejections - 35 USC 112 

(b. 1) 1 fixed the points that were raised in the latest final rejection in the claims that are 
attached in appendix 8. In particular, I removed all quotes (without crossing them), made 
references to the same concept consistent, and eliminated reference to a '"player** as an entity 
external to the board. Everything that is mentioned now in the claims is a feature of the board 
itself 

(b.2) The changes do not affect the contents of the claims in any meaningful way. 

(c) Claim Rejections - 35 USC 103: Claims 4 and 5 

(c. 1) The action claims that the behaviour that is described in claims 4 and S is unpatentable 
over Weiner et al in view of Lites out! However, this conclusion is reached by ignoring most 
of the elements in the behaviour that is described in the second half of Claim 5. 

(c,2) The element that is found in Weiner et at is changing a pattern around the pressed point 
However, the following elements are not found either in Weiner et al or in Lites out!: 

(a) Using different patterns for the two colours, 

(b) Switching the patterns between the colours in each turn (point pn^ss). 

Because the current colour changes each turn, the pattern that is applied to a colour 
is the o ne for the current colour in one point press and the other pattern in the next 
point press. 

(c) The changes are only switching oif of points. 

(d) The game ends when there are illuminated points only of one colour (and because 
points are only switched off, most of points are switched off). 

Note that the action mentioned that in Weiner et al they suggest ending with all 
points switched on, but that is a d^erent condition. 

(e) The colour of the illuminated points in the end is the winner. 

(c,3) These elements make very little sense or no sense at all within the setting of Weiner el 
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al and Lites out!, because these are not set up for two-players games. Even if we assume two^ 
players games (which is not an obvious thing to do with the settings of Blumberg et al or 
Lites out!), elements (a), (b) and (c) arc still not obvious, and using the combination of all 
them is very non-obvious. 

(c.4) On pages 8-9 of the action there is a response to my argument All the points that are 
raised in this section have already been answered in my letter of the 16 Dec 2004, which is 
filed on 27 Dec 2004, Section (Q of the 16 Dec 2004 letter discusses in detail all the response 
of the examiner. The following comments are a copy firom this letter. 

(c.5) (a^ Using difyerent patterns for the tw^ c<;>lg^r^ : This is now made exph'cit in the 
amended claims as discussed in (a) above. 

(c.6) fb') Switching the pattern between the colours in each turn (point press) : This is argued 
against with a reference to specific text in Weiner et al. However, there is nothing about 
switching patterns in each point press or switching them between the colours in the text that is 
referred to in Weiner ct aly or indeed anywhere in Weiner et al or Lites Out!. Thus this 
element is clearly novel. The text that the examiner refers to also does not make it obvious to 
switch the patterns, either between the colours or in each turn, as there is nothing there (or 
anywhere in Weiner et al or Lites Out!) that points in this direction. As discussed in (a2) 
above, this element is what makes the behaviour an implementation of a twcnplayer game 
(with the '•declaration" of winner, element (e)). 

(C.7) (c) The changes ^re only , switching off of points : 1 didn't understand the argument 
against this one. It seems to argue that switching a point off changes its colour, therefore 
changes in colour can be called switching ofF» and hence the changes in Weiner et al or Lites 
Out! can be regarded also as switching ofiT onJy. This does not make sense to me, but I cannot 
think of a better interpretation. In Weiner et al and Lites Out! there are alvs^ys changes in 
both directions, so this element does not appear in them. It is not obvious because within the 
setting of Weiner et al and Lites Out! it will make a game that is far too simple, as it will 
simply switch off all the points in very few moves. Note that element (c) has never appeared 
until now anywhere except in the current application^ which shows it is quite non-obvious. 

(c. 8) (d) The game ends when there are illuminated points onlv in one colour (and because 
points are only switched_off.^p^t of^^>c^^tnts.at:e,sv^ : This is argued against by 

^'Switching off of a point changes its colour'*. That is clearly not a reasonable argument, and 
doesn^t show that the element appears in Weiner etalot Lites Out! in any way or that the 
element is obvious. 

(c.9) I suspect there may be a misunderstanding here of what Claim 5 says. The text in Claim 
5 is (italics addedy\v4ien all the points thai are illuminated are illuminated in the same colour 

It seems that the examiner may have interpreted it to mean that all the points are 
illuminated in the same colour. As I nried to make clear in the text in parenthesis (above in 
(c.8) and in the original text in the brief), not alt the points are illuminated at this stage of the 
game. In fact, because points are only switched off during the game^ most of points will be 
switched off» and only few points will still be illuminated in one of the colours. That is not the 
same as "^all points in the same colour*'. 

(c, 10) If we accept the insistence of the examiner that switching off a point ^'changes its 
colour'', then the board T describe has three colours: two illuminated colours (let's call them 
Red and Green) and one unilluminated colour (Grey). With this terminology, the tennination 
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condition is "when all points are either (Grey or Green) or (Grey or Red)...**. There is nothing 
in Weiner et al or in Lites OutI that is even close to such a termination condition. Thus using 
this terminology makes it clear that element (d) is not obvious in Weiner ct al or Lites Out 

(c. U) fe> The colour of the illuminated joints in the end is the winner: No argument is 
presented. This element doesn't make sense at all in the context of Weiner et al and Lites 
Out!. 

(c. 12) Thus of the five elements, none is actually found Weiner et al or in Lites OmU alone or 
in combination, and none of them is obvious. 

(c. 13) On page 9 it continues to discuss **with respect to (d) and (e) above,,/% but does not 
point to any occurrence of these elements. What it says is r'^^Weiner et al also states that the 
objective is to go from a starting configuration of indicator states to desired configuration of 
indicator states (Column 2« S4-56)^. That is nothing like the current application^ where the 
termination condition is not a configuration at all. The actual configuration in the end is of no 
interest whatsoever. It is only which colour ore the points that are still illuminated. 

(c. 14) The example that is given (all point are lit) is an obvious configuration, but again, it is 
not the termination condition of the current application (see in (c.lO) above), and neither is 
"all points ofF'. Thus this still doe$n*t show elements (d) and (e), and does not make them less 
non<^bvious. 

(c. 15) It then continues that "Weiner et al are very open.,.", but saying that there are "other 
possible ending configuration" does not make it obvious to use an ending which is not a 
configuration (it does not even make obvious using any specific configuration* unless this 
specific configuration is itself obvious). As explained above, the teimination condition in the 
current application is not a configuration, because the location(s) of the poim(s) that are still 
illuminated (or the Red or Oreen points in the terminology of (c. 10)) is immaterial. 

(c. 16) In the middle of p. 9 it says: Applicant states that the elements make Littie or no sense 
at all since the references used are not set up for two players games. However two players are 
not claimed" The latter argument is not to the point The question whether an element makes 
sense in the context of Weiner et al with Lites Out! is not dependent on what else I claim. It 
is dependent only on the element and the text of Weiner et al and Lites Out! (and the state of 
the art). 

(c.17) It then says: Weiner discloses in 6:45^55 that two players may play the game". What 
Weiner et al disclose in 6:45-50 is one person playing a full game fi-om starting configuration 
to end configuration, and then another player playing. However, this method of playing and, 
importantly^ all the other ideas that appear in this pamgmph do not make any of the elements 
(a)-(e) more obvious, and therefore it is inelevant to the discussion heie. 

(c.18) Summary: None of the 5 elennents (aHe) which were discussed above (and listed in 
paragmph (c.2) of the argument in the original appeal brief) appears in Weiner et al with Lites 
Out!. Apart fi'om (c) they ore clearly non-obvious with respect to Weiner et al and Lites Out!, 
and even (c) is not actually obvious. Their combination is very non-obvious, and in the 
context of the devices and programajof Weiner et al and Lites Out! doesn't make sense, 
because the latter are not set up fiM* Iwo-players games. 
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